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§42.54

(g) Costs. Except as the Board may
order or the parties may agree in writ-
ing, the proponent of the direct testi-
mony shall bear all costs associated
with the testimony, including the rea-
sonable costs associated with making
the witness available for the cross-ex-
amination.

[77 FR 48669, Aug. 14, 2012, as amended at 80
FR 28565, May 19, 2015]

§42.54 Protective order.

(a) A party may file a motion to seal
where the motion to seal contains a
proposed protective order, such as the
default protective order set forth in the
Office Patent Trial Practice Guide. The
motion must include a certification
that the moving party has in good
faith conferred or attempted to confer
with other affected parties in an effort
to resolve the dispute. The Board may,
for good cause, issue an order to pro-
tect a party or person from disclosing
confidential information, including,
but not limited to, one or more of the
following:

(1) Forbidding the disclosure or dis-
covery;

(2) Specifying terms, including time
and place, for the disclosure or dis-
covery;

(3) Prescribing a discovery method
other than the one selected by the
party seeking discovery;

(4) Forbidding inquiry into certain
matters, or limiting the scope of dis-
closure or discovery to certain mat-
ters;

(5) Designating the persons who may
be present while the discovery is con-
ducted;

(6) Requiring that a deposition be
sealed and opened only by order of the
Board;

(7) Requiring that a trade secret or
other confidential research, develop-
ment, or commercial information not
be revealed or be revealed only in a
specified way; and

(8) Requiring that the parties simul-
taneously file specified documents or
information in sealed envelopes, to be
opened as the Board directs.

(b) [Reserved]
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§42.55 Confidential information in a
petition.

A petitioner filing confidential infor-
mation with a petition may, concur-
rent with the filing of the petition, file
a motion to seal with a proposed pro-
tective order as to the confidential in-
formation. The institution of the re-
quested trial will constitute a grant of
the motion to seal unless otherwise or-
dered by the Board.

(a) Default protective order. Where a
motion to seal requests entry of the de-
fault protective order set forth in the
Office Patent Trial Practice Guide, the
petitioner must file, but need not
serve, the confidential information
under seal. The patent owner may only
access the filed sealed information
prior to the institution of the trial by
agreeing to the terms of the default
protective order or obtaining relief
from the Board.

(b) Protective orders other than default
protective order. Where a motion to seal
requests entry of a protective order
other than the default protective order,
the petitioner must file, but need not
serve, the confidential information
under seal. The patent owner may only
access the sealed confidential informa-
tion prior to the institution of the trial
by:

(1) agreeing to the terms of the pro-
tective order requested by the peti-
tioner;

(2) agreeing to the terms of a protec-
tive order that the parties file jointly;
or

(3) obtaining entry of a protective
order (e.g., the default protective
order).

§42.56 Expungement of confidential
information.

After denial of a petition to institute
a trial or after final judgment in a
trial, a party may file a motion to ex-
punge confidential information from
the record.

§42.61 Admissibility.

(a) Evidence that is not taken,
sought, or filed in accordance with this
subpart is not admissible.

(b) Records of the Office. Certification
is not necessary as a condition to ad-
missibility when the evidence to be
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submitted is a record of the Office to
which all parties have access.

(c) Specification and drawings. A speci-
fication or drawing of a United States
patent application or patent is admis-
sible as evidence only to prove what
the specification or drawing describes.
If there is data in the specification or
a drawing upon which a party intends
to rely to prove the truth of the data,
an affidavit by an individual having
first-hand knowledge of how the data
was generated must be filed.

§42.62 Applicability of the
rules of evidence.

Federal

(a) Generally. Except as otherwise
provided in this subpart, the Federal
Rules of Evidence shall apply to a pro-
ceeding.

(b) Exclusions. Those portions of the
Federal Rules of Evidence relating to
criminal proceedings, juries, and other
matters not relevant to proceedings
under this subpart shall not apply.

(c) Modifications in terminology. Un-
less otherwise clear from context, the
following terms of the Federal Rules of
Evidence shall be construed as indi-
cated:

Appellate court means United States
Court of Appeals for the Federal Cir-
cuit.

Civil action, civil proceeding, and ac-
tion mean a proceeding before the
Board under part 42.

Courts of the United States, U.S. Mag-
istrate, court, trial court, trier of fact, and
judge mean Board.

Hearing means, as defined in Federal
Rule of Evidence 804(a)(5), the time for
taking testimony.

Judicial notice means official notice.

Trial or hearing in Federal Rule of
Evidence 807 means the time for taking
testimony.

(d) In determining foreign law, the
Board may consider any relevant mate-
rial or source, including testimony,
whether or not submitted by a party or
admissible under the Federal Rules of
Evidence.

§42.63 Form of evidence.

(a) Exhibits required. Evidence con-
sists of affidavits, transcripts of deposi-
tions, documents, and things. All evi-
dence must be filed in the form of an
exhibit.

§42.64

(b) Translation required. When a party
relies on a document or is required to
produce a document in a language
other than English, a translation of the
document into English and an affidavit
attesting to the accuracy of the trans-
lation must be filed with the docu-
ment.

(c) Exhibit numbering. Each party’s
exhibits must be uniquely numbered
sequentially in a range the Board
specifies. For the petitioner, the range
is 1001-1999, and for the patent owner,
the range is 2001-2999.

(d) Exhibit format. An exhibit must
conform with the requirements for pa-
pers in §42.6 and the requirements of
this paragraph.

(1) Each exhibit must have an exhibit
label.

(i) An exhibit filed with the petition
must include the petitioner’s name fol-
lowed by a unique exhibit number.

(ii) For exhibits not filed with the pe-
tition, the exhibit label must include
the party’s name followed by a unique
exhibit number, the names of the par-
ties, and the trial number.

(2) When the exhibit is a paper:

(i) Each page must be uniquely num-
bered in sequence; and

(ii) The exhibit label must be affixed
to the lower right corner of the first
page of the exhibit without obscuring
information on the first page or, if ob-
scuring is unavoidable, affixed to a du-
plicate first page.

(e) Exhibit list. Each party must
maintain an exhibit list with the ex-
hibit number and a brief description of
each exhibit. If the exhibit is not filed,
the exhibit list should note that fact. A
current exhibit list must be served
whenever evidence is served and the
current exhibit list must be filed when
filing exhibits.

§42.64 Objection; motion to exclude.

(a) Deposition evidence. An objection
to the admissibility of deposition evi-
dence must be made during the deposi-
tion. Evidence to cure the objection
must be provided during the deposi-
tion, unless the parties to the deposi-
tion stipulate otherwise on the deposi-
tion record.

(b) Other evidence. For evidence other
than deposition evidence:

503



		Superintendent of Documents
	2016-07-07T07:21:25-0400
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




